Amendment Under 37 C.F.FL § 1.111 
U.S. Serial No. 09/656,215 



Attorney Docket No.: Q60744 



REMARKS 

I. Formalities 

Applicant thanks the Examiner for acknowledging the claim for foreign priority and 
confirming receipt of the certified copy of the priority document filed on September 6, 2000. 

Applicant thanks the Examiner for initialing and retuming copies of the forms PTO-1449 
submitted with the Information Disclosure Statements ("IDS") filed on September 6, 2000, 
December 19, 2000, and March 6, 2002. However, the Examiner failed to initial the last 
reference cited in the PTO-1449 form submitted with the IDS filed on March 6, 2002. 
Applicants respectfiiUy request that the Examiner sign the aforementioned PTO 1449 Form, 
initial all the references cited therein, and return it along with the next office paper. 

In addition, the Examiner did not indicate whether the Formal Drawings filed on 
September 6, 2000 have been accepted. Applicant respectfiilly requests that the Examiner 
acknowledge and approve the aforementioned Formal Drawings. 

II. Status of the Application 

By the present amendment, claim 9 is hereby added to more fiiUy cover various 
implementations of the invention. Claims 1-9 are all the claims pending in the Application, with 
claims 1-3 and 5 being in independent form. Claims 1-8 have been rejected. 

The present amendment addresses each point of objection and rejection raised by the 
Examiner. Favorable reconsideration is respectfully requested. 
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III. Claim Rejections - 35 U.S.C. § 102 

The Examiner rejected claim 1 under 35 U.S.C. § 102(e) as being anticipated by U.S. 
Patent No. 6,064,764 to Bhaskaran et al. (hereinafter "Bhaskaran"). AppHcant respectfully 
traverses this rejection for at least the reasons stated below. 

According to the MPEP, "a claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." MPEP § 2131 . AppKcant respectfully submits that claim 1 positively recites 
limitations which are not disclosed (or suggested) by Bhaskaran. 

Independent claim 1 requires (among other things): 

a transmitting device which transmits the 
secret key from an external recording medium. 

The Examiner alleges that column 8, lines 44-65 of Bhaskaran teaches transmitting stored 
software for the watermarking techniques, and that this corresponds to a transmitting device as 
required by Applicant's claim 1 . Applicants respectfully disagree with the Examiner. 

Bhaskaran fails to disclose (or suggest) "a transmitting device which transmits the secret 
key from an external recording medium," as required by claim 1 . In contrast to the requirements 
of claim 1, Bhaskaran discloses that the processing block 24 applies a digital scanning algorithm 
S, and a secret key Kg, to a computed hash value H in order to compute an m-bit watermark W = 
S(H, Ks). Furthermore, Bhaskaran discloses that the storage devices 207 and 210, which are 
external to the digital camera 20, transfer software for the watermarking techniques to the CPU 
3 1 for execution. However, Bhaskaran fails to disclose or suggest that the secret key Kg is 
transmitted from the storage devices 207 and 210, in addition to the watermarking software. In 
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fact, Bhaskaran provides no suggestion whatsoever regarding any sort of transmitting device 
which transmits the secret key Ks from an external recording medium, as required by claim 1. 

Thus, Applicant respectfully submits that independent claim 1 is not anticipated by (i.e. is 
not readable on) Bhaskaran for at least these reasons. Thus, Applicant respectfully requests that 
the Examiner withdraw this rejection. 

IV. Claim Rejections - 35 U.S.C. § 103 

The Examiner has rejected claims 2, 5, 7, and 8 under 35 U.S.C. § 103(a) as being 
obvious over Bhaskaran in view of U.S. Patent No. 5,606,609 to Houser et al. (hereinafter 
"Houser"). The Examiner has also rejected claims 3 and 4 under 35 U.S.C. § 103(a) as being 
obvious over Bhaskaran in view of U.S. Patent No. 6,216,228 to Chapman et al. (hereinafter 
"Chapman"). Finally, the Examiner has rejected claim 6 under 35 U.S.C. § 103(a) as being 
obvious over Bhaskaran, in view of Houser, and fiirther in view of Chapman. 

Applicant notes that each of the above rejections relies on Bhaskaran as a primary 
reference. However, Applicant respectfiiUy submits that Bhaskaran is not available as a 
reference and requests that the Examiner reconsider and withdraw these rejections based, in part, 
on Bhaskaran in view of the following remarks. 

Bhaskaran is only available as a reference as of its filing date under 35 U.S.C. § 102(e). 
Since the present invention and Bhaskaran were commonly owned at the time of the making of 
the present invention, Bhaskaran is not available as prior art under § 103(c). Due to the filing 
date of the instant application, September 6, 2000, the instant application is an application to 
which the newly amended 35 U.S.C. § 103(c) applies. 
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Seiko Epson Corporation is the assignee of Bhaskaran (U.S. Patent 6,071,201) by virtue 
of an Assignment from all of the inventors thereof executed on July 21, 1998 and filed with the 
USPTO on July 22, 1998 (copy enclosed). Seiko Epson Corporation is also the assignee of the 
above-captioned U.S. Application No. 09/656,215 by virtue of an Assignment from all of the 
inventors thereof executed on October 2, 2000 and filed with the USPTO on December 29, 2000 
(copy enclosed). 

The undersigned hereby represents that Bhaskaran and the claimed invention were, at the 
time the invention of the instant application was made, owned or subject to an obligation of 
assignment to Seiko Epson Corporation. 

hi view of the above, it is respectfiilly submitted that Bhaskaran is not available as art 
under 35 U.S.C. §103 and it is requested that the rejections of claims 2-8 under 35 U.S.C. 
§ 103(a) be reconsidered and withdrawn for at least these reasons. 

IV. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Accovuit. 

Respectfully submitted. 



SUGHRUE MION, PLLC Andrew J. Taska 

Telephone: (202) 293-7060 Registration No. 54,666 

Facsimile: (202)293-7860 

WASHINGTON OFHCE 

23373 

CUSTOMER NUMBER 

Date: September 21, 2004 
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Corporate 



EPSON RESEARCH AND DEVELOPMENT, INC-, a California coiporation. 
having a principal place of business at 225 Baypointe Partway, San Jose, OA 95184- 
1627 (hereafter the "Assignor"), is the owner by respective Assignment of United States 
Patent Application identified below (hereafter sometimes called the "Patent 
Application"). 

SEIKO EPSON COKPORATION, a corporation of Japan, having a place of 
biisiness at 4-1 Nishishinjnka 2-chome, Shinjukn-ku Tokyo, Japan (hereafter the 
"Assignee'*)> desires to acquire all of the rights to the Patent Application and all 
inventions described and claimed thereia. 

THEREFORE* in consideration of the sum of One Dollar ($1,00) or equivalent 
and other good and valuable considaration paid to it, Assignor hereby sells and assigns 
to the Assignee the entire rights title and interest in and to the Patent Application 
identified below» and all inventions described and claimed therein, in any and all 
Letters Patent therefor, and in any and all reissues, extensions, renewals, 
reexaminations, divisions and continuations of such applications or Letters P-atent to 
tho full end of the term or teraoos for which such Letters Patent issue, such entire right, 
title and interest to be hold and enjoyed by the above-named Assignee the same as they 
would have been held and eiyoyed by the Assignor had this Assignment and sale not 
beexxmade. 
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By its undersigned repreaentative, the Assignor agrees 

a- to ea:ecute all papers necessary in connection with die Patent Application 
and any continuing, divisional, reissue, reexamination or corresponding 
application thereof and also to execute separate Assigxment in connection with 
such apphcation as the Assignee may deem necessary or expedient; 

b. to execute all papers necessary in connection with any interference which 
may be declared concerning the Patent Application or any continuation, division, 
reissue or reexamination thereof and to cooperate with the Assignee in every 
way possible in obtaining evidence and going forward with such interference; 



'BED 
Case No. 



tX.S. Serial U,S. ?toPat$ 
No. 



Title 



Tampering In Images 



and 



carp nsilhdoc 
Cusunet Mo. 20178 



Revivor 



04- 9-14; 1 :07PM;NGBj©ffi 



SUGHRUEd) 



;0355813954 



# 5/ 7 



AP050TP 



09/052,041 



Corporate Assignment 



! c. to perform all afBrmative acts which may be aecessfitty to obtain a grant 
of a valid United States patent to the Assignee on any of the Patent Application 
and on any continuation, division, reissue ot reexamination of any of lie Patent 
Application. 

The Assignor hereby covenants that it has the full right to convey the entire 
interest hereict assigned, and that it has not executed, and will not execute, any 
agreement in conflict therewith. 

EPSON RESEARCH AND DEVELOPMENT, INC., a California corporation, 
certifies that it is the Afioignee of the entire right, title and interest in the Patent 
AppKcation identified above by virtue of Assignment firom the inventors of the Patent 
Application identij&ed above. Assignment to be recorded in the Patent and Trademark 
Office as identified below. 

Aesignment Execution Date 



ERP 

Case No. 



U. S, Serial 
No. 



AP050TP 09/052,041 March 27, 1998 and 

March 27, 1998, respectively. 

The undersigned has reviewed the documents in the patent Application 
identified above and, to the best of undersigned's knowledge and belief; title is in the 
Assignor identified above. 

The undersigned is empowered to sign this certificate on behalf of the Assignor. 

I hereby declare that aU statements made herein of my own knowledge are true, 
a)id that all Statements made on information and belief are beheved to be true* and 
further, that these statements are made with the knowledge that willful false 
statements, and the like so made, are punishable by fine or imprisonment, or both, 
under Section 1001, Title 18 of the United States Code, and that such willful false 
statements may jfiopardize the validity of the application or any patent issuing 
thereon- 

IN- WITNESS WHEBEOP, executed by the Assignor's undersigned 
representative on the date following the undersigned's name, 
EPSON SESEAfiCH AND DEVELOPMENT, INC, 

Eishi Momosaki 
president 
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For good and valuable consideration, the xecelpt of which is hereby ackxiowledged, I/WE^ the undersigued, 

Vssudev BhasWaran and Viresh Ratnakar 
^ho have created a certain invention for which an applicatioa for Urited States Letters Patent wds executed by 
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Do hereby sell, assign and transfer to EPSON BESEABCH AND DEVELOPMENT^ INC.. a corporatian of Ca2i£miia, ' 
having a place of budness at 225 Baypointe Paxkvray, San Jose, Califomia, 95134, its successors, assigoa, and leg:sl \ 
representatives* the full and exdusive right to ^Ledd invention and said application and to any and all inventions \ 
desonbed m said application tar the United Sial^d^ xto teiritoxied posaessions <md cJI foreign countnea, and the cntuN ; 
ri^t, title and interest in and to any and all Letters Patent whidi may be granted therefor in the United Stated^ its . 
temtorial poesesaiona and all foreign oountiies; and in and to any and aU contLanat3ons*in-part, <vmtinnfttioms> . 
divisions, snbstitutes, reissuest extensions thereof other applications for LettaiB Patent relating thereto [ 

which have been or shall be £led in ihe United States, its territorial possessions and/or any foreign countxies. and all 
xight«i- together with all priority nghts^ nnder any of the international conventions, unions, agreements, acts, and 
trea ; including all future conventions, nnions, agreements, acfcs» and treaties; 

Agree l±tat EPSON RESEARCH AND DEVELOPMENT, INC-, hereinafter rcfewfcd to as Assignee, may apply far 
and receive Letters Patent for said invention and said inventions, hereinafter referred to as said invention, in its 
own name, in the United States, its territorial possessions, and all foreign countries; and that, when requested to 
carry cat in good faith the intent and purpose of this asaignmeat, at the escpense of said Asaignse, its Buccessora, 
assigns and legal representatives, the ui2der$igned will execute oil continuations-in-part, continuations, divisions, 
sMhstitutes,. rei&sues, esrtensions thereof^ execute all lightfbl oaths^ assignments^ powers of attomey and other 
papers^ testify in any legal or quasi kgel proceedings; oommnnicate to said Assignee, its successors, assigns or legal 
repreaentatjives aA &cts known to the undersigned relating to said invontioa and l^e history thereof; and gener^' 
do evexytbing possible which said Assignee, its successors, assigns, or legal representativea shall consider desirable 
for aiding in securing, maintaining and enfoirdng proper patent protection &7r said invention and for vesting title to; 
said inventicn and ^ applications for patents on said ixxve^tion in Sdid Aasignse, its successors, assigns, or le^' 
representatives; and 

Covenant wit^ said Assignee, its suocessars, assisns, or legal representatives that no assUpoment, gzanti m^tgage; 
license or odter agreement atfecring the rights and property herein conveyed has been made to others Vy 
undersignedt and that fuU li^t to convey the same as herein ea^ressed la poeeessed by the nndaraigned. 

IN TESTIMONY WHEREOF I/WE have hereunto set MY/OUR signature on the date indicated below. 
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Assignment 

For good and valuable consideration, the receipt of which is hereby 
acknowledged. I/WE, the undersigned. 

Yasumasa NAKAJIMA. Kazuto MOGAMI . 

who have created a certain invention for which an application for 
United States Letters Patent 

^ executed by ME/US on even date herewith. 

I I executed by ME/US on , (respectively) , 

^ filed on September 6, 2000 and assigned Serial No. 
09/656.215 , 

I I filed as International Application No. filed on 

and entitled: 

Digital Camera, And System For Detecting Falsircation Of An 
Image 

Do hereby sell, assign and transfer to Seiko Epson Corporation, a 
corporation of Japan, having a place of business at 4-t, Nishi- 
shinjuku 2-chome, Shinjuku-ku, Tokyo, Japan, its successors, 
assigns, and legal representatives, the full and exclusive right to 
said invention and said application and to any and all inventions 
described in said application for the United States, its territorial 
possessions and all foreign countries, and the entire right title and 
interest in and to any and all Letters Patent which may be granted 
therefor in the United States, its territorial possessions and all 
foreign countries; and in and to any and all continuations-in-part, 
continuations, divisions, substitutes, reissues, extensions thereof, 
and all other applications for Letters Patent relating thereto which 
have been or shall be filed in the United States, its terrttorial 
possessions and/or any foreign countries, and all rights, together 
with all priority rights, under any of the international conventions, 
unions, agreements, acts, and treaties, including all future 
conventions, unions, agreements, acts, and treaties; 



^fbl^. iL/^KMlt^ -fe-f II":3i7'V>ttS.^tt (WTffiSA Agree that Seiko Epson Corporation, hereinafter referred to as 

i:M^)#^tS(55;V^btt^^CDaa^0^(J^TSiS^0^i:V>^) Assignee, may apply for and receive Letters Patent for said 

Izm-bZ^^B^. @acZ)^t<t!9, '^^St'^(DmW.RVF± invention and said inventions, hereinafter referred to as said 

T^Z)^1^atfi$t^T^±iMb^ ^9f^^if^Z.t ; StdCD^^liE invention, in its own name, in the United States, its ten-itorial 

(DMMtS^^MM^^^rt ^ ^ t^^^^tltz®^. TiilZ possessions, and all foreign countries; and that when requested to 

L fcS^/aji*^ ^^B^X. "tCD'^B^s can7 out in good faith the intent and purpose of this assignment at 

RU^'^iimX(Dm^^&ZX. -^^i^^alSl^ M^tiiM. ^ the expense of said Assignee, its successors, assigns and legal 

M#Xi±lP.s B^fTi±5SlN IrfSWF^SS^&ff ^ representatives, the undersigned will execute all continuations-in- 

^e^gS#x la^SiiEs ^&i^^(D^^^W^\^. ^e>*9)^^W part continuations, divisions, substitutes, reissues, extensions 

i fe(i^Pi£S<JlSSi^i^^-KV^T!E3$:^T5 C t ; ^i^^0^h-€ thereof, execute all rightful oaths, assignments, powers of attorney 

(Omm^zm^Lr, TiatW^abfea/aS^^^tlfffc^TCD and other papers, testify in any legal or quasi legal proceedings; 

♦H^. ^mmSX. '^m^. Stf^S^f^SAtCa communicate to said Assignee, its successors, assigns or legal 

^thZ t ;^LX a^a^Av "^B^. ^iSS#. RnWi^ representatives all facts known to the undersigned relating to said 

i^mXifis ^M^m<Dn^m(DmW<i^Um. m^i^i^t invention and the history thereof; and generally do everything 

Sfetota* UV^i:#Jil1"^C:i:^ ifes ^l^^m^^h^^ possible which said Assignee, its successors, assigns, or legal 

fFtmSlt^b. ^mm^X. ^mm^. RU^:^rtm representatives shall consider desirable for aiding in securing. 

XlZpiiyX^^MfSi^it^t^^tifiMiX^^^t^^t^^ maintaining and enforcing proper patent protection for said 

t ^COV^T^ oJtb^PS ^ VxO h $:^^t"So invention and for vesting title to said invention and all applications 

for patents on said invention in said Assignee, its successors, 
assigns, or legal representatives; and 
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Covenant with said Assignee, its successors, assigns, or legal 
representatives that no assignment grant mortgage, license or 
other agreement affecting the rights and property herein conveyed 
has been made to others by the undersigned, and that full right to 
convey the same as herein expressed Is possessed by the 
undersigned. 

I/WE, the undersigned do further agree that this Assignment is to 
be construed solely according to the terms of the English language 
portions thereof. 

IN TESTIMONY WHEREOF I/WE have hereunto set MY/OUR 
signature seal on the date indicated below. 
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Full name of sole or first inventor 
Yasumasa NAKAJIMA 








Inventor's signature 


Date 






Full name of second joint inventor, if any 
Kazuto MOGAMI 








Second Inventor's signature 


Date 






Full name of third joint inventor, if any 








Third Inventor's signature 


Date 






Full name of fourth joint inventor, if any 








Fourth Inventor's signature 


Date 






Full name of frfth joint inventor, rf any 






Bn 


Fifth Inventor's signature 


Date 






Full name of sixth joint Inventor, If any 






Bn 


Sixth Inventor's signature 


Date 






Full name of seventh joint inventor, if any 






Seventh Inventor's signature 


Date 






Full name of eighth joint inventor, If any 






Bi^ 


Eighth Inventor's signature 


Date 



